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DETAILED ACTION 

Applicant's amendments and remarks filed September 24, 2009, are responsive 
to the office action mailed July 7, 2009. In this response, applicant has amended claims 
1, 29, 57, and 85. Claims 1-2, 4, 6-16, 19-30, 32, 34-44, 47-58, 60, 62-72, and 75-85 
are pending and examined in this office action. 

Response to Amendment 

Pertaining to rejection under 35 USC 101 in the previous office action 

Claims 29-30, 32, 34-44, and 47-56 were rejected under 35 U.S.C. 101 because 
the claimed invention was directed to non-statutory subject matter. Claims 29-30, 32, 
34-44, and 47-56, did not set forth any machine, apparatus, or steps involved in a 
method/process, it was therefore unclear what statutory class applicant intended to 
encompass. The addition of "at least one server" by amendment has clarified the status 
of the claims as apparatus claims. It should however be noted that the rest of the 
claims continues to be directed to (non-Beauregard) software alone and/or mere 
description of intended use. Therefore the claims may be significantly broader than 
intended by applicant. Any server with the capacity to so perform would anticipate 
these claims. 
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Response to Arguments 

Pertaining to rejection under 35 USC 112, first paragraph, in the previous office action 

Applicant's argument, see remarks, filed September 24, 2009, with respect to the 
disclosure, has been fully considered and is persuasive. The rejection of claims 29-30, 
32, 34-44, and 47-56 under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement has been withdrawn. 

Pertaining to rejection under 35 USC 112, second paragraph, in the prior office action 

Applicant's argument filed September 24, 2009, has been fully considered but is 
not persuasive. Claims 29-30, 32, 34-44, and 47-56 were rejected as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. This rejection was based on the use of means plus function 
language described in 35 USC 112, sixth paragraph, without properly connecting the 
means to the functions in the specification. Applicant cites a large portion of the 
specification and states that it sets forth sufficient means to enable a skilled artisan to 
determine what the applicant regards as the invention and to make and use the 
invention. The portion cited does not connect means with functions as claimed but is a 
general primer on the internet and the apparatuses that facilitate the general operation 
of the internet sufficiently to enable a skilled artisan to make and use the invention. 
Because it does not connect means with functions, however, it does not enable a skilled 
artisan to determine exactly what applicant regards as the invention. The remedies for 
this problem were discussed in the body of the rejection and appear again below. 
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Pertaining to rejection under 35 USC 101 in the previous office action 

Applicant's arguments filed September 24, 2009, with regard to claims 1-2, 4, 6- 
16, 19-28, and 85, have been fully considered but they are not persuasive. The 
amendment of claim 1 introduces a server however all the server does is provide a 
website that the consumer uses to communicate with the server over a network. As 
noted in the rejection, a mere field-of-use limitation is insufficient to render an otherwise 
ineligible method claim patent eligible. This means the machine or transformation must 
impose meaningful limits on the method claim's scope to pass the test. Insignificant 
extra-solution activity will not transform an unpatentable principle into a patentable 
process. This means reciting a specific machine or a particular transformation of a 
specific article in an insignificant step, such as data gathering or outputting, is not 
sufficient. Therefore merely "providing" a website is insufficient because it is essentially 
just the collecting, outputting, and communication of data. 
Pertaining to rejection of claims under 35 USC 103 in the previous office action 

Applicant's arguments filed September 24, 2009, have been fully considered but 
they are not persuasive. The response to argument in the office action mailed July 7, 
2009, continues to apply. In addition, even if applicant's argument were accepted, the 
claims would read upon the prior art because there is nothing in them to distinguish 
them even from applicant's interpretation of the prior art. Applicant is assuming a much 
more narrow interpretation of the claims than what the examiner considers the broadest 
reasonable interpretation. The "two or more independent optional listing 
enhancements" are clearly present in the prior art if given their broadest reasonable 
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interpretation. It is the examiner's position that, even were applicant to incorporate into 
the claims the descriptive details of their "two or more independent optional listing 
enhancements" from the specification, the descriptive matter would be nonfunctional 
descriptive matter because it merely describes optional variations in the appearance of 
advertisements (business listings). Because it has no functional role in the method it 
will not distinguish the claimed invention from the prior art in terms of patentability, see 
InreGulack, 703 F.2d 1381 , 1385, 217 USPQ 401, 404 (Fed. Cir. 1983). MPEP 2106). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 29-30, 32, 34-44, and 47-56 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim elements "means for soliciting... a selection," "means for receiving... at 
least one request...," "means for generating a customized price quote...," "means for 
soliciting... the customer to place an order...," "means for receiving an order request...," 
"means for receiving... information...," "means for receiving... a selection...," "means for 
receiving confirmation...," "means for generating an order confirmation...," and "means 
for sending the customer an email...," are means (or step) plus function limitations that 
invoke 35 U.S.C. 112, sixth paragraph. However, the written description fails to disclose 
the corresponding structure, material, or acts for the claimed function. The specification 
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contains only the merest of implications of a general structure by describing the system 
as utilizing the internet. There is no disclosure of the specific structure, material, or act 
connected with each of these functions. The corresponding structure is required to be 
more than simply a general purpose computer or microprocessor. Aristocrat 
Technologies v. International Game Technology , 86 USPQ 2d 1235 (Fed. Cir. 2008); 
Net MonevIN Inc. v. VeriSign Inc. , 88 USPQ 2d 1751 (Fed. Cir. 2008). Disclosing only 
a general purpose computer as the structure or simply reciting "software" without 
providing detail about the means to accomplish the function is insufficient. Descriptions 
of the outcome of the claimed functions is not a description of the structure, i.e. the 
computer programmed to execute a particular algorithm. 
Applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or 
step) plus function limitation under 35 U.S.C. 112, sixth paragraph; or 

(b) Amend the written description of the specification such that it expressly 
recites what structure, material, or acts perform the claimed function without introducing 
any new matter (35 U.S.C. 132(a)). 

If applicant is of the opinion that the written description of the specification 
already implicitly or inherently discloses the corresponding structure, material, or acts so 
that one of ordinary skill in the art would recognize what structure, material, or acts 
perform the claimed function, applicant is required to clarify the record by either: 

(a) Amending the written description of the specification such that it expressly 
recites the corresponding structure, material, or acts for performing the claimed function 
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and clearly links or associates the structure, material, or acts to the claimed function, 
without introducing any new matter (35 U.S.C. 132(a)); or 

(b) Stating on the record what the corresponding structure, material, or acts, 
which are implicitly or inherently set forth in the written description of the specification, 
perform the claimed function. For more information, see 37 CFR 1 .75(d) and MPEP §§ 
608.01(0) and 2181. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-2, 4, 6-16, 19-28, and 85 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

The only tie to a machine or apparatus in claims 1 -2, 4, 6-1 6, 1 9-28, and 85 is 
the "providing" of a web site by a server. Every following step could reasonably be 
construed as the act of a human user merely using the website. 

The first step in determining whether a claim recites patent eligible subject matter 
is to determine whether the claim falls within one of the four statutory categories of 
invention recited in 35 USC 101: process, machine, manufacture and composition of 
matter. The latter three categories define "things" or "products," while a "process" 
consists of a series of steps or acts to be performed. For purposes of section 1 01 , a 
"process" has been given a specialized, limited meaning by the courts. Based on 
Supreme Court precedent and recent Federal Circuit decisions, a process must (1) be 
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tied to a particular machine or apparatus, or (2) transform a particular article to a 
different state or thing. If neither of these requirements is met by the claim, the method 
is not a patent eligible process. See In re Bilski, 2008 U.S. App. LEXIS 22479. An 
example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. 

In order to qualify as a statutory process, therefore, claims should positively 
recite the machine or apparatus to which they are tied, for example by identifying the 
machine or apparatus that accomplishes the method steps, or they should positively 
recite the particular article that is being transformed, for example by identifying the 
material that is being changed to a different state. The mere manipulation of data is not 
transformation of a particular article. There are two corollaries to the machine-or- 
transformation test. First, a mere field-of-use limitation is generally insufficient to render 
an otherwise ineligible method claim patent eligible. This means the machine or 
transformation must impose meaningful limits on the method claim's scope to pass the 
test. Second, insignificant extra-solution activity will not transform an unpatentable 
principle into a patentable process. This means reciting a specific machine or a 
particular transformation of a specific article in an insignificant step, such as data 
gathering or outputting, is not sufficient to pass the test. By merely claiming the tie of 
"providing ... a web site," these claims essentially recite the mere collection, output, and 
communication of data. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-2,4,6-15,19-23,29-30,32,34-43,47-51,57-58,60,62-71, 75-79 and 85 

are rejected under 35 U.S.C. 103(a) as being unpatentable over Lamburt (Paper 

#20061105; US Patent No.6,374,241) in view of Superpages (a collection of prior 

art cited in Paper # 050715, PTO-892, items U1-X7; See MPEP §2131.01) and 

further in view of Wagner et al. (Paper # 20080627; US Patent No. 7,062,466 B2). 

Lamburt teaches a providing a business directory, soliciting orders for listings in a 
business directory, providing a website accessible by customers, displaying listing 
options and enhancements available to customers for enhancing their business listings, 
and displaying price quotes for customized business listings. For example, Lambert 
discloses a method for providing, using at least one server computer, a Web site 
accessible by a customer using a web client communicating with the at least one server 
computer over a network, and receiving an order request from the customer via the 
Web site to place an order for the particular, unique, individualized, customized 
business listing in a business directory including the first and second optional listing 
enhancements requested by the customer (see at least abstract, figs. 1-2, 4, 10-22, 24, 
28; column 4 lines 37-column 5 line 2, column 5 lines 47-58). Lamburt further discloses: 
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• displaying at the Web site a list of multiple individually selectable available 
optional listing enhancements : (see at least abstract, figs. 16-22,36, column 10 
lines 45-53, column 54 lines 33-53); 

• soliciting at the website a selection by the customer : of one or more of the 
optional listing enhancements (see at least figs. 16-22, column 10 lines 45-53, 
column 54 lines 33-53). 

• receiving at least one request from the customer via the Web site : to include at 
least one feature in the listing of the business in the business directory, including 
receiving a first enhancement request from the customer via the Web site to 
include in the listing of the business in the business directory a first optional 
listing enhancement from the list of available optional listing enhancements, and 
including receiving a second enhancement request from the customer via the 
web site to include in the listing of the business in the business directory a 
second optional listing enhancement from the list of available optional listing 
enhancements, whereby the customer configures a particular, unique, 
individualized, customized business listing, request from the customer to place 
the order for the listing of a business in a business directory including the at least 
one optional listing enhancement requested by the customer (see at least 
abstract, figs. 16-22,36, column 10 lines 45-53, column 54 lines 33-53); 

• generating a customized price quote : for the particular, unique, individualized, 
customized business listing configured by the customer, ordered by the 
customer, wherein the step of generating the customized price quote includes 
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calculating the customized price quote based on the particular features 
requested by the customer to be included in the particular, unique, individualized, 
customized business listing (see at least figs.1 6-1 7,1 9-20,33); displaying the 
customized price quote for the particular, unique, individualized, customized 
business listing at the website to the customer (see at least figs.1 6-22, column 10 
lines 45-53, column 54 lines 33-53); 

• the business directory is a classified business directory : (see at least figs. 3,9- 
22,43-44); 

• displaying to the customer at the Web site a solicitation to enhance the listing : 
with at least one optional listing enhancement, wherein the at least one optional 
listing enhancement can be purchased with an associated fee (see at least 
figs.1 6-22); receiving listing information from the customer at the Web site, 
wherein the listing information includes basic business information (see at least 
figs.1 6-22). 

• receiving listing information from the customer at the Web site : the listing 
information including at least one of business market information, business 
category information and optional listing enhancement information relating to the 
placement and/or appearance of the listing in the business directory: basic 
business information including a business name, a business address, and a 
business telephone number, business market information including a region or 
market in which the customer wishes the business listing to appear, business 
category information including at least one business category under which the 
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customer wishes to list the business in the business directory, also providing for 
at least two categories under which the customer wishes to list the business in 
the business directory (see at least figs.9,1 1 -1 7,1 9-21 ,41 ,44,54-58,68-70); 
displaying at the Web site a list of available business categories and 
subcategories and receiving from the customer at the Web site a selection of a 
business category and subcategory from the list of available business categories 
and subcategories (see at least figs.9,1 1-17,19-21 ,41 ,44,54-58,68-70). 
• receiving listing information from the customer at the Web site : the listing 
information including at least one of business market information, business 
category information and optional listing enhancement information relating to the 
placement and/or appearance of the listing in the business directory: including 
optional listing enhancement information that includes graphical and/or textual 
indicia the customer wishes to appear on the listing in the business directory, the 
graphical and/or textual indicia including at least one of a customer Web site link, 
a customer email link, enhanced text, listing highlighting, and a link to a 
supplemental listing, including a link to an enhanced listing, further including 
receiving supplemental information from the customer at the Web site that the 
customer wishes to be displayed when the link to the supplemental listing is 
accessed by a directory user, and also including receiving enhanced text 
information from the customer at the Web site that the customer wishes to 
appear on the listing in the business directory (see at least figs. 3, 9,1 5- 
22,42,44,46,54-55; column 1 lines 8-34, column 10 lines 45-56). 
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• displaying at the web site a solicitation for billing information from the customer : 
including instructions directing the customer to enter billing data, receiving billing 
information from the customer at the Web site (see at least fig. 22. Please note: 
The customer's identifying information, whether it is called contact information or 
billing information, is descriptive material and is not functionally involved in the 
recited steps of the method. Because it has no functional role in the method it is 
non-functional descriptive material. This descriptive material will not distinguish 
the claimed invention from the prior art in terms of patentability, see In re Gulack, 
703 F.2d 1 381 , 1 385, 21 7 USPQ 401 , 404 (Fed. Cir. 1 983). MPEP 21 06). 

• displaying a statement of terms and conditions to the customer at the Web site : 
and receiving confirmation of acceptance of the terms and conditions from the 
customer at the Web site (see at least figs. 19-20, column 18 lines 14-29). 

• generating an order confirmation and displaying it to the customer : at the Web 
site (see at least abstract, figs. 19-20,22,36; column 10 lines 18-45. Please note: 
it is an inherent aspect of the "Purchase Ads Online" option and the option to see 
how the listing appears that the order confirmation would then be displayed to the 
customer, at least in the form of showing the customer's listing). 

• the order serving to provide enhancements to an existing business listing : in the 
business directory (see at least figs. 16-1 7,1 9,54-55; column 10 lines 45-51, 
column 55 line 48-column 56 line 37). 

• business directory is an online business directory : (see at least figs. 9-22). 
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• sending the customer an email : including information regarding the order for the 
listing in the business directory (see at least fig. 22; column 16 lines 32-50); 

• soliciting at the web site the customer to place via the web site an order : for the 
particular unique, individualized, customized business listing in the business 
directory, including the first and second optional listing enhancements requested 
by the customer (see at least figs. 3, 1 0-1 9, 21 , 43-44, and column 5 lines 47- 
58). 

Pertaining to system Claims 29-30, 32, 34-44, and 47-56 

Rejection of claims 29-30, 32, 34-44, and 47-56 is based on the same rationale 
as noted above (Please note: the means for accomplishing each step of the method as 
disclosed in the reference is either disclosed or inherent in each specific section of the 
reference that discloses the step in the method). In addition, Lamburt discloses: 

• at least one server computer configured to provide a web site : accessible by a 
customer (see at least abstract, figs. 1-2, 4, 24, 28; column 4 lines 37-column 5 
line 2); 

Pertaining to computer program product Claims 57-58, 60, 62-72, and 75-84 

Rejection of Claims 57-58, 60, 62-72, and 75-84 is based on the same rationale 
as noted above. In addition, Lamburt discloses: 

• a computer program product : (see at least abstract, column 22 line 66-column 23 
line 1 1 , column 68 lines 1 6-39). 

Lamburt teaches all the above as noted. Lamburt teaches a) providing a 
business directory, b) soliciting orders for listings in a business directory, c) providing a 
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website accessible by customers, d) displaying listing options and enhancements 
available to customers for enhancing their business listings, and e) displaying price 
quotes for customized business listings. Lamburt however does not disclose the 
second optional listing enhancement selectable by the customer independently of the 
first optional listing enhancement. Superpages teaches a) providing a business 
directory, b) soliciting orders for listings in a business directory, c) providing a website 
accessible by customers, d) displaying listing options and enhancements available to 
customers for enhancing their business listings, and e) displaying price quotes for 
customized business listings. Superpages further teaches the second optional listing 
enhancement selectable by the customer independently of the first optional listing 
enhancement (see at least items U2, V5, W3, W5, and X3). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify the 
disclosure of Lamburt to explicitly disclose the second optional listing enhancement 
selectable by the customer independently of the first optional listing enhancement, as 
disclosed by Superpages, in order to fully realize the greater utility inherent in the 
disclosure, and thereby allow the invention to achieve greater use in commerce. 

Lamburt in view of Superpages teaches all the above as noted. Lamburt in view 
of Superpages teaches a) providing a business directory, b) soliciting orders for listings 
in a business directory, c) providing a website accessible by customers, d) displaying 
listing options and enhancements available to customers for enhancing their business 
listings, and e) displaying price quotes for customized business listings. Although it is 
the examiner's position that "soliciting at the Web site the customer to place an order via 
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the Web site for the particular, unique, individualized, customized business listing in the 
business directory, including the first and second optional listing enhancements 
requested by the customer," and "receiving an order request from the customer via the 
Web site to place the order for the particular, unique, individualized, customized 
business listing in the business directory, including the first and second optional listing 
enhancements requested by the customer," are disclosed by Lamburt (see at least figs. 
3, 10-22, 43-44, and column 5 lines 47-58), the reference fails to explicitly show the 
actual step indicating the transaction taking place online. Applicant argues that in this 
unique situation a person of ordinary skill in the art would interpret that as indicating the 
actual transaction does not take place online and that the above two elements are 
therefore not actually present. Although no evidentiary support has been provided by 
the applicant for this position the examiner is providing an additional reference within 
the body of the rejection (see "response to arguments") to fully establish that this 
position is not credible. Wagner teaches a) providing a business directory, b) soliciting 
orders for listings in a business directory, c) providing a website accessible by 
customers, d) displaying listing options and enhancements available to customers for 
enhancing their business listings, and e) displaying price quotes for customized 
business listings, and Wagner further teaches: 

• soliciting at the Web site the customer to place an order via the Web site : for the 
particular, unique, individualized, customized business listing in the business 
directory, including the first and second optional listing enhancements requested 
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by the customer (see at least abstract, fig. 1, column 1 lines 20-40, column 2 
lines 1-18); 

• receiving via the Web site an order request from the customer : to place the order 
for the particular, unique, individualized, customized business listing in the 
business directory, including the first and second optional listing enhancements 
requested by the customer (see at least abstract, figs. 3-5, column 5 line 54 - 
column 6 line 3). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the disclosure of Lamburt in view of Superpages to explicitly 
disclose the transaction taking place online, as disclosed by Wagner, in order to fully 
realize the greater utility inherent in the disclosure, and thereby allow the invention to 
achieve greater use in commerce. 
Pertaining to system Claims 29-30, 32, 34-44, and 47-56 

Rejection of Claims 29-30, 32, 34-44, and 47-56 is based on the same rationale 
as noted above (Please note: the means for accomplishing each step of the method as 
disclosed in the reference is either disclosed or inherent in each specific section of the 
reference that discloses the step in the method). 

Pertaining to computer program product Claims 57-58, 60, 62-72, and 75-84 

Rejection of Claims 57-58, 60, 62-72, and 75-84 is based on the same rationale 
as noted above. 



Application/Control Number: 10/624,325 Page 18 

Art Unit: 3625 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ADAM LEVINE whose telephone number is (571)272- 
8122. The examiner can normally be reached on M-F, 8:30-5:00 Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on 571 .272.6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey A. Smith/ 

Supervisory Patent Examiner, Art 

Unit 3625 

Adam Levine 
Patent Examiner 
January 27, 2010 
/Adam Levine/ 
Examiner, Art Unit 3625 



